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Commissioner for Patents 
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Alexandria, Virginia 22313-1450 



PETITION AGAINST REFUSAL TO ENTER AN AMENDMENT AND 
REQUEST FOR STAY OF PROSECUTION 

Dear Commissioner: 



Applicants petition the refusal to enter Applicants Amendment of January 8, 2009 under 
37 CFR LI 81. Applicants also petition for a stay of prosecution until a decision 
regarding this petition is reached 

Applicants first assert that the refusal to enter Applicants' Amendment of January 8, 2009 
is improper. In particular, Applicants note that the Notice of Non-Compliant Amendment 
mailed on April 6, 2009 in response to Applicants' Amendment of January 8, 2009, and 
the Notice of Non-Compliant Amendment mailed on September 21, 2009 in response to 
the Response to the Notice of Non-Compliant Amendment mailed on June 8, 2009 are 
improper. 

The January 8, 2009 Amendment amended claims 1-3, 5, 7, 8 and 10-12 and cancelled 
claim 4. Original filed independent claim 1 and amended independent claim 1 are both 
directed to an analyzing tool Further, the amendments to claim 1, supported, for 
example, on page 9, lines 23-24; page 12, line 18-page 14, line 2; page 13, lines 1 1-22 
and in Figures 2 and 4-7, did not remove any features of original claim 1, but merely 
further defined the invention of claim 1 by including additional structural features of the 
analyzing tool of original claim 1. Accordingly, originally filed claim 1 is broad enough 
in scope to cover the features amended into claim I in the January 8, 2009 Amendment. 
No election of species was required among the embodiments encompassed by original 
claim 1. 
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The April 6, 2009 Notice asserts that claims 1-3 and 5-12 as presented in the Amendment 
of January 8, 2009 are directed to an invention that is independent or distinct from the 
invention of the original claims 1-12, and that the invention of original claims 1-12 have 
been constructively elected by original presentation for prosecution on the merits. 
However, original claim 1 is generic to the amended claim 1, as noted above. Therefore, 
original claim 1 and amended claim 1 cannot reflect independent and distinct inventions 
for purposes of a restriction requirement 

In a telephonic interview on April 17, 2009 between the Examiner and Applicants' 
Representative, the Examiner also noted that under 37 CFR 1 .142(b) and in light of 
MPEP 821.03, the constructive election of species of original claims 1-12 is proper. 

However, 37 CFR 1.142(b) and MPEP 82L03 are directed to a requirement for restriction 
of two or more independent and distinct inventions and not to a requirement for an 
election of species, governed under 37 CFR. 1 .146. 

Accordingly, since original claims 1-12 were examined without requiring Applicants to 
elect a species in the Office Action on the merits mailed on July 8, 2008, the Examiner's 
constructive election of claims 1-12 is improper. 

The September 21, 2009 Notice asserts that since the original claims were directed to a 
single species, "there were no grounds for restriction*'. However, the issue in question is 
an election of species issue, which is based on the disclosure rather than the claims (see 
MPEP 806.04), and not a restriction. 

The September 21 , 2009 Notice also asserts that the removal of Species I from the claims 
in favor of Species II constitutes a shift of the invention originally claimed. However, 
Applicants again note that original claim 1 is broad enough to cover Species I and 
Species II and no election of species was made in or prior to the Office Action on the 
merits mailed on July 8, 2008. 

Accordingly, Applicants respectfully request entrance and proper examination of the 
Amendment of January 8, 2009 and withdrawal of the Notices of Non-Compliant 
Amendment mailed on April 6, 2009 and September 21, 2009. 

Applicants also respectfully request a stay of prosecution until a decision regarding this 
petition is reached. In particular. Applicants respectfully assert that there would be no 
point in proceeding with prosecution until a decision regarding this petition is reached, as 
Applicants have asserted that a proper Amendment was filed on January 8, 2009. 
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Please charge any additional fees or credit overpayment to Deposit Account No. 50- 
3478. 
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